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DETAILED ACTION 

1 . Claims 1-34 are pending. Claims 1 and 18 have been amended in this 
communication filed 1 1/04/08 entered as RCE and Request for Extension of Time. 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/04/08 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-34 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The claim limitations of claims 1-34 do not have support in the Applicants' 
Specification. Infact, none of the claim limitations can be found in Applicants' 
Specification. The closest mention of anything pertaining to the claim limitations is "a 
sensing device, a digital signature, a unique product item", and "a product code". The 
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Specification references a "network address" and does not mention a 
"telecommunication address". Applicants' are respectfully requested to point out in the 
Specification where the support for claim limitations 1-34 can be found. Applicants' 
claim limitations and the Specification do not agree with each other. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 4 and 18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 1 in the preamble recites "A method of 

enabling anonymous communication of:". "Enabling" is not a positive 

recitation in the preamble. A positive recitation in the preamble would be "A method of 
anonymous communication of:" Claim 18 has a similar problem. 

Claim 4 recites wherein the computer system includes a first server, and the 
step of associating It is unclear what the step of associating is supposed to 
associate. Do Applicants' mean "associating the "digital signature"? Claim 21 has a 
similar problem. 

Claims 1-34 are also rejected because of their dependency from a rejected claim. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Based on Supreme Court precedent (Diamond v. Diehr, 450 U.S. 175, 184 (1981); 
Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 
(1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal Circuit 
decisions, § 101 process must (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing (the Supreme Court recognized that this test is not necessarily 
fixed or permanent and may evolve with technological advances. Gottschalk v. Benson, 
409 U.S. 63, 71 (1972). 

If neither of these requirements is met by the claim(s), the method is not a patent 
eligible process under 35 U.S.C. § 101. 

In this particular case regarding the first test, in performing the steps of the 
claimed subject matter, there is no requirement that a machine be used, thus the claims 
are not considered sufficiently tied to another statutory class. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over (US 5,699,528) Hogan in view of (US 6,130,666) Persidsky. 
Claim 1 . Hogan discloses, A method of enabling anonymous communication between a 
user and an application, via interaction of a sensing device with coded data printed on 
an interactive surface to generate interaction data, the sensing device being assigned 
with a unique identity, the interaction data including data on the sensing device identity, 
the method including the steps, performed in a computer system, of: identifying a first 
telecommunication address of the user using the sensing device identity data included 
in the interaction data (col. 2, lines 48-53); associating a temporary telecommunication 
address with the first telecommunication address (col. 3, line 51-col. 4, line 44); sending 
the temporary telecommunication address and interaction data to an application (col. 5, 
lines 16-43); receiving information from the application addressed to said temporary 
telecommunication address (col. 5, lines 44-61); and forwarding the information from the 
application to the first telecommunication address (col. 5, line 62-col. 6, line 30). 
Persidsky discloses a sensing device with data on the sensing device (Fig. 1 , col. 3, 
lines 8-1 9). Together Hogan and Persidsky disclose the claim limitations of claim 1 . 
Claim 18, Hogan further discloses, A system for enabling anonymous communication 
between a user and an application, via a sensing device with coded data printed on an 
interactive surface to generate interaction data, the system including a computer system 
configured and programmed as recited in claim 1 . 
This claim is rejected for the similar rationale as given above for claim 1 . 
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Claims 2-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over (US 
5,699,528) Hogan in view of (US 6,130,666) Persidsky and further in view of (US 
6,330,976) Dymetman et al, hereafter Dymetman. 

Claims 2 and 19. Hogan and Persidsky failed to disclose, wherein the step of identifying 
the first telecommunication address includes determining an identity of the sensing 
device, and identifying the first telecommunication address from the identity. Dymetman 
discloses, wherein the step of identifying the first telecommunication address includes 
determining an identity of the sensing device, and identifying the first telecommunication 
address from the identity (col. 1 0, line 49-col. 1 1 , line 43). 

Claims 3 and 20. Hogan, Persidsky and Dymetman failed to disclose, wherein the 
interaction data includes a digital signature of the user and the step of identifying the 
first telecommunication address includes identifying the first telecommunication address 
recorded for a registered user identified by the digital signature. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
include a digital signature because this would acknowledge that the person agreed with 
the terms of the document contents. 

Claims 4 and 21 . Hogan and Persidsky failed to disclose, wherein the computer system 
includes a first server, and the step of associating is performed at the first server. 
Dymetman discloses, wherein the computer system includes a first server, and the step 
of associating is performed at the first server (col. 6, lines 55-65). 
Claims 5 and 22. Hogan and Persidsky failed to disclose, wherein the first server is a 
registration server. Dymetman discloses, first server is a registration server (col. 6, lines 
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55-65). However, Dymetman did not expressly disclose the first server is a registration 
server. Since Dymetman discloses a server and a network, the first server can be a 
registration server. 

Claims 6 and 23. Hogan and Persidsky failed to disclose, wherein the step of sending 
the temporary telecommunication address is performed by the first server. Dymetman 
discloses, wherein the step of sending the temporary telecommunication address is 
performed by the first server (col. 16, lines 31-46). 

Claims 7 and 24. Hogan and Persidsky failed to disclose, wherein the step of 
associating is performed by encrypting the first telecommunication address of the user 
to form the temporary telecommunication address. Dymetman discloses, wherein the 
step of associating is performed by encrypting the first telecommunication address of 
the user to form the temporary telecommunication address (col. 16, lines 47-50). 
Claims 8 and 25. Hogan, Persidsky, and Dymetman failed to disclose, wherein the first 
telecommunication address of the user is derived from the temporary 
telecommunication address upon receipt of the first information from the applications 
server by decrypting the temporary telecommunication address to which the first 
information was sent. It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to encrypt and decrypt information when information 
is sent over a telecommunications network for security and privacy of the information. 
Claims 9 and 26. Hogan and Persidsky failed to disclose, wherein the temporary 
telecommunication address is provided with a unique identifier. Dymetman disclosed, 
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wherein the temporary telecommunication address is provided with a unique identifier 
(col. 18, lines 1-29). 

Claims 10 and 27. Hogan and Persidsky failed to disclose, including the step, 
performed by the first server, of checking the unique identifier to determine whether the 
first server can forward the information from the application to the first 
telecommunication address of the user. Dymetman disclosed, including the step, 
performed by the first server, of checking the unique identifier to determine whether the 
first server can forward the information from the application to the first 
telecommunication address of the user (col. 18, lines 30-55). 
Claimsl 1 and 28. Hogan and Persidsky failed to disclose, wherein the association of 
the temporary telecommunication address with the first telecommunication address of 
the user is valid for a limited number of steps of said server forwarding the information 
from the application to the first telecommunication address of the user. Dymetman 
disclosed, wherein the association of the temporary telecommunication address with the 
first telecommunication address of the user is valid for a limited number of steps of said 
server forwarding the information from the application to the first telecommunication 
address of the user (col. 17, lines 3-51). 

Claims 12, 13, 29, and 30. Hogan and Persidsky failed to disclose, wherein the first 
telecommunication address of the user is selected from one of an email address, a web 
address, a facsimile number, a telephone number, a pager, a mobile phone number, or 
a Personal Digital Assistant (PDA) address. Dymetman disclosed, , wherein the first 
telecommunication address of the user is selected from one of an email address, a web 
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address, a facsimile number, a telephone number, a pager, a mobile phone number, or 
a Personal Digital Assistant (PDA) address (col. 2, lines 55-65). 
Claims14 and 31 . Hogan, Persidsky and Dymetman failed to disclose, wherein the 
temporary telecommunication address has the same form as the telecommunication 
address of the user. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the same form as the telecommunication 
address for easier transmission and for security. 

Claims 15 and 32. Hogan and Persidsky failed to disclose, wherein at least some of the 
coded data includes an identifier. Dymetman disclosed, wherein at least some of the 
coded data includes an identifier (col. 1, lines 44-67). 

Claims 16, 17, 33, and 34. Hogan, Persidsky and Dymetman failed to disclose, 
wherein the identifier is a unique product item identifier and wherein the unique product 
item identifier is an electronic product code. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have a unique identifier for 
a product and a unique product item identifier as an electronic product code to be able 
to know which identifier is for which product and for security purposes. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Zetts et al (US 5,864,635) disclosed a pen based computer. 
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Thompson et al (US 7,203,903) disclosed electronic representations of 
handwriting, printing and drawings provided by pen-based or a graphics oriented 
computer system. 

Narayanan (US 3,835,453) disclosed a code generating and receiving apparatus 
having a writing instrument marking indicia on a writing surface in a code generating 
position. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dixon Thomas can be reached on 571-272-6803. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3696 

December 18, 2008 



